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OPEN SOURCE SOFTWARE ISSUES

1. COPYRIGHT ISSUES FOR SOFTWARE

(a) Copyright & Open Source Software

In the Copyright Act, a “computer program” falls into the category of a “literary work” and is defined as: 

“a set of instructions or statements, expressed, fixed, embodied or stored in any manner, that is to be used directly or indirectly in a computer in order to bring about a specific result”.

This definition was introduced in 1988 and it codified the copyright protection for computer software which had been judicially confirmed in the early 1980s in decisions such as Apple Computer Inc. v. Computermat Inc.

Since then, the use of the internet has transformed the way software is created, used and distributed.  A number of very interesting and challenging legal issues have grown out of the efforts by software authors to control the use and distribution of their works in this changing environment.  From a traditional copyright law perspective, the greatest challenge is for holders of copyright in software to enforce their legal rights against infringers.  However, for the “free software” or “open source” community, the challenge is framed in a different way: the challenge is to ensure that the best possible code is created by and for the use and benefit of the community, and that no one attempts to restrict the use, modification and distribution of such code.

There are a number of very well-known and well-used software applications which are governed by open source software licenses, the best-known of which is probably Linux (an open source operating system).  This is no longer the domain of lone computer scientists.  This is big business.  Linux is being used by hundreds of companies, including IBM, Oracle, Motorola and Sony, to power all kinds of consumer and commercial electronic equipment.  Other open-source software applications such as JBoss, SendMail and Apache are used to run various functions of the internet, email routing and a plethora of desktop applications.
  A popular suite of office productivity software, including word processing, spreadsheet, and presentation software (comparable to Microsoft Office) has been released as an open source application under the name “Open Office” and uses the GNU Lesser General Public License (LGPL). 

This paper will address some of the basics of this fascinating area of copyright – namely, the different species of open source software licenses, the legal benefits and risks of open source software, open source copyright ownership issues and ownership over improvements to such software.

(b) The Free / Open Source Software Philosophy

Technology lawyers are familiar with the traditional approach to licensing: the traditional software license is like a box, built to constrain an end user through the definition of terms, restrictions, payment of license fees, and a specific scope of permitted use.  What is an “open source” or “free” software license?  And where did this idea come from?

At its must basic level, “open source” or “free” software is software whose source code is made available to be used, copied, modified and distributed.  Contrary to one widely-held belief, open source software is not a legal “free-for-all” where no restrictions apply.  Or, to borrow the effective explanation by the Free Software Foundation (FSF): 

“‘Free software’ is a matter of liberty, not price.  To understand the concept, you should think of ‘free’ as in ‘free speech,’ not as in ‘free beer’.”

Open-source software is free in the sense that it is publicly available, royalty free, and users have the freedom to run, copy, distribute, adapt, and improve the software.  

To understand open source licensing, it is helpful to describe the context in which this idea grew.  For those in the community of programmers who pioneered the “free” or “open source” software movement, the increasing proliferation of mass-market software in the early 1980s brought with it an increasing commoditization of software and of programming.  No longer was programming done by a community of academics and computer scientists; it was becoming the domain of entrepreneurs and businesspeople.  The prospect of software programmers writing code in secret, claiming ownership over that code, and excluding others from free use, modification and improvement of that code constituted, in the view of this community, a threat to innovation.  The software that proliferated in the world should be the best code available, not the code which was supported by the best advertising or was picked up by the most capable entrepreneur.  And the best code could only be written by the community as a whole, not a cloistered group of employees, paid to keep their code secret.  

From this philosophical perspective, early pioneers of the “free” or “open source” software movement started creating and advocating for the use of software which was distributed under permissive license terms.  The FSF pioneered this approach to software in the mid-1980s, at about the same time other software creators and entrepreneurs were seeking to entrench their copyrights through litigation and legislation.

This requires a shift in thinking for those familiar with the traditional understanding of copyright.  From the “copyleft” perspective, ownership is by the community, not the individual.  Licensing is a way to contribute code to the community, and to ensure that no one person claims rights to exclude others from the use of that code.  As Richard Stallman, one of the early advocates in the free software movement, explained:

“Copyleft uses copyright law, but flips it over to serve the opposite of its usual purpose: instead of a means of privatizing software, it becomes a means of keeping software free.  The central idea of copyleft is that we give everyone permission to run the program, copy the program, modify the program and distribute modified versions – but not permission to add restrictions of their own.”

(c) Elements of Free & Open Source Licenses

There are different categories of free and open source software licenses and it is useful to describe the general differences.  However, it is difficult to define these terms with precision.

Generally, software is considered “free software” if it is subject to a license which grants the user the following freedoms:

· the freedom to run the software for any purpose;

· the freedom to study how the software works, and adapt it to the user’s needs (access to the source code is a precondition to enable this freedom); 

· the freedom to redistribute copies so users can share knowledge and assist each other; and

· the freedom to improve the software, and release source code versions of improvements to the community, to benefit the whole community.

“Open source” software is similar to “free” software and in many cases, there is overlap between licenses considered to be “free” software licenses and those considered to be “open source” licenses.  “Open source” licenses allow access to the source code and permit use and modification of the code.  Generally, open source licenses may contain fewer restrictions on the downstream licensing or distribution of modifications to the code.  Or put another way, a license which is considered an “open source” license may permit the use, copying, modification and distribution of the licensed code, without the requirement of license fees to the licensor, but also may permit the licensee to “privatize” the modifications.  For this reason, as a general proposition, “open source” licenses are often considered to be more favourable to commercialization than “free” software licenses.

Partially in response to the proliferation of free and open source licenses, a number of leaders in the open source community decided to introduce a process for standardization and certification.  The Open Source Initiative (OSI)
 has now compiled a list of about 70 approved licenses which meet their definition of “open source”.  Programs distributed under one of these licenses can be listed as “OSI Certified Open Source Software.”

In an effort to standardize their own definition of the term, the OSI has identified the following ten terms which define whether the software can be considered “open source”:

(i) Free Redistribution

The license shall not restrict any party from selling or giving away the software as a component of an aggregate software distribution containing programs from several different sources.  The license shall not require a royalty or other fee for such sale.

(ii) Source Code

The program must include source code, and must allow distribution in source code as well as compiled form.  Where some form of a product is not distributed with source code, there must be a well-publicized means of obtaining the source code for no more than a reasonable reproduction cost preferably, downloading via the Internet without charge. 

(iii) Derived Works

The license must allow modifications and derived works, and must allow them to be distributed under the same terms as the license of the original software.

(iv) Integrity of The Author's Source Code

The license may restrict source-code from being distributed in modified form only if the license allows the distribution of “patch files” with the source code for the purpose of modifying the program at build time.  The license must explicitly permit distribution of software built from modified source code.  The license may require derived works to carry a different name or version number from the original software.

(v) No Discrimination Against Persons or Groups

The license must not discriminate against any person or group of persons.

(vi) No Discrimination Against Fields of Endeavor

The license must not restrict anyone from making use of the program in a specific field of endeavor. For example, it may not restrict the program from being used in a business, or from being used for genetic research.

(vii) Distribution of License

The rights attached to the program must apply to all to whom the program is redistributed without the need for execution of an additional license by those parties.

(viii) License Must Not Be Specific to a Product

The rights attached to the program must not depend on the program's being part of a particular software distribution.  If the program is extracted from that distribution and used or distributed within the terms of the program's license, all parties to whom the program is redistributed should have the same rights as those that are granted in conjunction with the original software distribution.

(ix) License Must Not Restrict Other Software

The license must not place restrictions on other software that is distributed along with the licensed software.  For example, the license must not insist that all other programs distributed on the same medium must be open-source software.

(x) License Must Be Technology-Neutral

No provision of the license may be predicated on any individual technology or style of interface.

(d) Types of Open Source Licenses

There are, broadly speaking, two types of free or open source licenses: “viral” and “non-viral”.  The term “viral” refers to the ability of the license terms to “infect” or “contaminate” code which is derived from, linked to or commingled with the original code subject to the license.  The non-viral license (also known as an academic license) does not “infect” commingled code.  The MIT license, the Berkeley Software Distribution (BSD) license, Apache and the Academic Free License (“AFL”) are all examples of non-viral licenses.  This line from the BSD license captures the liberal terms of this type of license: “Redistribution and use in source and binary forms, without or without modification, are permitted. . .” 

This type of license permits the licensee to modify the code but does not add the corollary that modified or derived code must be redistributed and made available on the same terms as the originally licensed code.  The modified or derived code can be distributed under open or free licenses or can be taken private and distributed under proprietary or “closed” licenses.  Thus, the derived or modified code is not necessarily “infected” by the terms of the license.  The licensee maintains control over the onward distribution of such code.

The viral license (also referred to in the literature as a “copyleft” or reciprocal license) is more restrictive in the sense that it stipulates that any code which is derived from or commingled with the originally-licensed code can only be redistributed on the same terms as the original license.  The derived or commingled code is “infected” in the sense that such code is caught by the license terms which govern the original code.  The license necessarily obliges the author to disclose and license all such source code.  The best known of the open source licenses is the GNU General Public License (GPL).  A copy of the GPL is appended to this paper.  The GPL is considered a viral license because of the terms of section 2: “You must cause any work that you distribute or publish, that in whole or in part contains or is derived from the Program or any part thereof, to be licensed as a whole at no charge to all third parties under the terms of this License.”
  It is this simple clause which has forced some of the titans of the computer industry to disclose code which might have previously been considered proprietary, and may become a central focus of the sprawling SCO / IBM litigation (see below).
(e) Ownership of Improvements or Modifications to Code

One common question relates to ownership of improvements.  If a licensee of open source code makes modifications to such code, will the licensee own the derived or modified code?  The question is telling in many ways, since ownership of copyright is such a central concept within traditional copyright law.

From an open-source perspective, the question is not so much whether the code is “owned” and who owns it, but whether the code is subject to the same license terms as the original code from which it was derived.  That’s not to say that copyright ownership principles do not apply.  The ownership over code, whether derived from open source code or not, is determined by applying traditional copyright principles.  Copyright in original works is owned by the author, or the employer if the work is authored by the employee in the course of employment.

The next and perhaps more important question is whether this derived code (in which the author or employer holds copyright) is painted with the same licensing “brush” as the original code from which it was derived, or with which it is commingled.  The answer to this question, in turn, depends on the terms of the license applicable to the original code.  Since there are over 70 different “open source” or “free” software licenses, this requires an analysis of which license applies and what type of license it is, and what its terms are.  The analysis is, therefore, no different from the approach a lawyer would take if a client called up and said: my employee wrote some code derived from in-licensed code not owned by us: what do we own?  The first questions will be: is the employee truly an employee or a contractor, was the code written in the course of employment, provide me with a copy of the license applicable to the in-licensed code.

(f) Ownership Issues: Practical Examples

To understand this, it is easiest to apply the analysis to a few practical examples.
 

An independent programmer is engaged by ABC Oil Company to write a software program to solve a particular problem the company has monitoring output from its oil wells.  ABC wants to own the resulting program and they get a written agreement that the programmer assigns to the company all copyright in the code she writes for this project and a waiver of moral rights.  The programmer uses GNU Emacs text editor to write original source code and the GNU Compiler to convert it into object code.  Both applications are open source programs governed by the GPL, but the program written by the programmer is not “infected” by the GPL unless the program includes or is derived from code covered by the GPL-licensed software.  In this case, the resulting program is a wholly original work, written and compiled with open-source software platforms or tools.  The original work, however, stands alone: there is no commingling of code.  The work can be licensed under a traditional closed license.  By virtue of the copyright assignment and waiver of moral rights, the company is the owner of copyright and six months later, recognizing the value of the program, it spins off a division dedicated to licensing the software to others.  A year later the division is sold to a major oil company at a substantial profit.

Across the street, XYZ Oil Company has an equally vexing production monitoring problem that requires the services of an independent programmer.  XYZ also wants to own the resulting program and they get a written agreement that the programmer assigns to the company all copyright in the code he writes for this project and a waiver of moral rights.  The programmer looks around on the internet and finds an open source program which is available under the GPL.  This open source program is a perfect kernel on which to build and the programmer creates original code which is derived from, commingled with and linked to the open source kernel.  XYZ is very happy with the resulting software program.  By virtue of the copyright assignment and waiver of moral rights, the company is the owner of copyright.  Even though the resulting code is “infected” by the open source kernel, the Company is not obliged to disclose any of the resulting code since it is not publicly distributing or publishing the program.  Under the GPL, the obligation to make the derived or commingled code available is triggered when the Company distributes or publishes the program.

Six months later, recognizing the value of the program, it spins off a division dedicated to licensing the software to others.  However, within two months, the original author of the open source kernel recognizes the similarity in functionality, contacts the independent programmer, confirms the use of the open source code, and raises questions about XYZ’s obligations under the terms of the GPL to disclose all of the other derived or commingled source code, since XYZ is now publishing or making the program publicly available.  The resulting atmosphere of uncertainty scares away a potential bidder who expressed interest in buying the software from XYZ.

Counsel may be asked to provide advice on the impact of the open-source issues on the marketability of the authored program in each case.  In both cases, open-source applications and licenses come into play, but with very different results.

(g) Benefits & Risks of Open Source Licensing

(i) Practical Benefits

It is clear that, from a user’s perspective, there are significant practical benefits associated with open source software.  The user has access to software which is often free-of-charge (not all open source software is free; for example, Red Hat distributes an open source version of Linux and charges for it), and can boast of greater reliability and cross-platform usability, since it has the benefit of improvements and updates from a broad community of software authors and users.  From a business perspective, the open source community has taken great pains to make the case for the financial viability of open source software.  The fact that Microsoft is fighting back with a coordinated advertising campaign to discredit Linux is an indicator of Microsoft’s unease about such open-source software success stories.

There certainly are legal risks associated with free or open source software.  Some commentators point out that these risks appear to many lawyers to far outweigh any possible benefits; they also argue that this fear springs from misunderstanding and uncertainty about the meaning of “free” and “open source” software licenses and not because of any inherent risk in the use of such licenses.  Lawyers who wish to advise their software and technology clients need to understand and gain a level of comfort with such licenses, and appreciate the differences and similarities between traditional and open source licenses.  The inflow and outflow of technology still has to be managed, documented and understood, whether the technology is subject to a traditional or an open source license.  

The other important observation to note is the potential strategic value of open source license issues.  Like so many other claims of infringement of rights, particularly IP and privacy rights, allegations of breach of an open source license are often driven by some other commercial imperative.  The ability to make use of such legal “tools”, whether in the posture of a complainant or in crafting a defence, will increase the range of options available to counsel in negotiations.  One good example of this is the case of Progress Software Corp. v. MySQL AB,
 discussed in more detail below.

(ii) The Risk of “Infection”
The main legal risk associated with free or open source software comes from the proliferation of and ease of access to open source code.  Thousands of open source programs are available for download for anyone with internet access and this proliferation facilitates the inflow of such code into a company.  When the software flows in the form of source code, it is easy for employees and contractors to copy and modify it, and correspondingly easy for it to become co-mingled with that company’s proprietary code or third-party code licensed by the company.  The consequences can be dramatic and embarrassing, as illustrated by the Linksys and Sony Rootkit cases (discussed below).  Depending on the terms of the license, the consequences could include the obligation to disclose proprietary code which is derived from or mingled with the open source code which flowed in.

A variation of this scenario comes in the field of commercial transactions, mergers and acquisitions.  Here, a target company or division, which is attractive because of the value of its software assets, undergoes a rigorous pre-closing due diligence process.  The due diligence process discloses that several key software products which are either in development or are existing sources of revenue for the target, contain “kernels” taken from open source software, subject to a GPL, which was downloaded from the internet by past employees.  This revelation throws the entire valuation into question since the target may have to disclose its proprietary code which has been “infected” by the original kernel of code which was brought in under the terms of the GPL.

These examples and the case study above help to illustrate the obvious legal risks associated with open source software.  However, it is worth pointing out that these risks are merely one of many species of risk which come up for technology companies.  One can readily imagine an alternate example involving a disgruntled former employee or contractor, who authored code but didn’t sign an assignment of copyright or a moral rights waiver, and complains at a critical point in a company’s financing or acquisition.  The difference lies in the degree of familiarity of counsel with the relevant issues, and also in the vociferousness of the open source community.  That is, in the open-source context, it is more likely that a revelation of a breach of the GPL will come to light because there is an impassioned community of “believers” who will report such violations.  That is a risk inherent to the open source legal environment.  

(iii) How to Manage Risk with Open Source Licensing

Listed below are a few practice tips to keep in mind when advising clients in the arena of software licensing and open-source issues:

· Be Open Minded with Clients – One refrain among lawyers who advise software clients, particularly clients who use open source software, is that there is very little communication between “legal” and “technical”.  The software engineers believe that they understand open source licenses better than the lawyers (and in many cases, they do) and the lawyers tend to shy away from open-source licensing since it seems to fly in the face of “real” copyright law.  The result is a breakdown in communication which does not serve the client well and shuts the lawyer out of an important decision-making process.  The question is not: “You don’t use any open source code, do you??”  The question is: “Let’s talk about the different types of open source software you use…”
· Not All Licenses Are Created Equal – It is important to remember the diversity in free and open-source software licenses.  In the case of traditional software licenses, practitioners who make assumptions about the terms of the license do so at their peril.  The same holds true for free or open-source license terms.  If you know your client is dealing with open source software, find out which license applies, which version of the license applies (some of the open-source licenses have been updated and modified over the years), and read the terms of the license, just as you would with any contract.
· Due Diligence on the Code – When engaged in in-licensing or acquisition of software, lawyers should encourage clients to turn their mind to the technical due diligence on the code in question:
· who wrote it?
· are their assignments and waivers of moral rights by the authors?
· how can the origin of the code be confirmed?  
· is there any open source code embedded in the in-coming code and if so, what license applies to it?  
· if there is open-source code in the target program, to what extent is other proprietary code “contaminated” in a licensing sense, or put another way, how much of the proprietary code can be considered private and how much (if any) must be licensed under the same terms as the other open-source code in the same program (this will require an analysis of both the program itself and the terms of the applicable license).  
· the same analysis applied to existing code which is owned by the licensee or acquiror:  how likely is it that existing code will be infected by the incoming code?
· what about the current use and future plans for the target code? If it is for internal use only, the contamination issue may not arise.  If it is intended to be commingled with existing code and launched as a major new publicly-available software product, then the contamination issue is potentially critical.
· Open-Source Reps & Warranties – When drafting or reviewing contracts for the inbound licensing or acquisition of any software, consider adding representations and warranties in the license or the asset purchase agreement that deal with open-source issues.  For example:
“The licensor represents and warrants that Target Code does not include any source code which is subject to any ‘free’ or ‘open-source’ license terms other than the code and the licenses listed in Schedule X”

It may be useful to define the term: “‘free’ or ‘open-source’ license”.  To the extent that the agreement also includes indemnities for breach of representations and warranties, there may some remedy available for a failure to disclose the inclusion of such code.

· Carve-Out – Again, if open-source software is part of the code being sold or licensed, licensors or vendors should carve-out such code from any warranties and indemnities which would apply to other proprietary code.  

(h) Open Source Cases & Litigation

(i) Linksys Example
The Linksys example neatly illustrates the legal problems associated with open source software.  It would be, to many counsel, a nightmare scenario, particularly for counsel who were on the legal due-diligence team.  In 2003, Cisco Systems closed a deal to acquire The Linksys Group, a then privately held company, for US$500 million.  Linksys was a manufacturer of wireless and ethernet networking products such as the WRT54G 802.11g wireless home gateway.  After the acquisition closed, reports began appearing in discussion forums, among members of the open source community, raising questions about whether Linksys software had used a kernel of code which was subject to the GPL, and which would in turn require the company to disclose any code (code that Cisco presumably considered proprietary) that was derived from or linked to this kernel.  It came to light that the Linksys software contained the Linux kernel as well as other code subject to the GPL.  Linksys disclosed its source code several months later, after pressure from the FSF.  As Heather Meeker, a U.S. lawyer, discusses:

“The first take-away from this case is the difficulty of doing enough diligence on software development in an age of vertical dis-integration. Cisco knew nothing about the problem, despite presumably having done intellectual property diligence on Linksys before it bought the company. But to confound matters, Linksys probably knew nothing of the problem either, because Linksys has been buying the culprit chipsets from Broadcom, and Broadcom also presumably did not know, because it in turn outsourced the development of the firmware for the chipset to an overseas developer.”

It is impossible to speculate what the valuation might have been if the due diligence process had disclosed this risk prior to closing.  It is always possible that this risk was flushed out during due diligence, and the decision was made to proceed with the transaction in any event.  Either way, it is clear that the fallout is a source of embarrassment for both the target and the purchaser and that the disclosure of source code affects the competitiveness of the target’s product.

(ii) Progress Software Case
The dispute in Progress Software Corp. v. MySQL AB, is a good example of the strategic use of an allegation of breach of an open source license.

This case was really a contract dispute.  Progress was a distributor of MySQL software.  The MySQL software was originally subject to the terms of the GPL.  The lawsuit between Progress Software and MySQL was started in 2001.  Progress complained of breach of contract, interference with contractual relations, unfair competition and several other business-related torts and sought judgement on its trademark rights.  In its countersuit, MySQL alleged breach of contract, trade-mark infringement and, aided by the FSF, added a claim for breach of the GPL.  Specifically, MySQL claimed that the version of the product distributed by Progress contained Progress software intermingled with software provided by MySQL under the GPL.  

The importance of this case is not so much the outcome (the interlocutory decision did not directly deal with the GPL issues) but it is illustrative of the use of the GPL as one more weapon in the course of litigation, along with claims of breach of contract, trade-mark claims and the usual range of commercial complaints.
(iii) Sony Rootkit Case
The Sony Rootkit case is one of the more egregious examples where the intersection of technology, copyright and privacy issues collided in one public relations catastrophe.  In a nutshell, the issue arose out of the effort by Sony to use “copy-protection” software in its music CDs, and arguably, to surreptitiously gather information on the users of its products.

In 2005, Sony began selling CDs which included either First4Internet's Extended Copy Protection (XCP) or SunnComm's MediaMax software.  The XCP and MediaMax software was, according to Sony, designed to prevent unauthorized copying of the CD’s audio files.  The audio CDs were also subject to an End-User License Agreement (EULA) which looked more like a pop-up software license than a set of terms which consumers might expect with an audio CD.  Late in 2005, reports began to emerge on various discussion forums on the internet that when the audio CD was inserted into a user’s computer, the XCP software automatically installed a piece of software known as a “rootkit”.  In some cases, this install happened even before the EULA popped-up.

A rootkit is “cloaking” software designed to conceal processes, files and logs in a hard-drive in order to intercept communications within the computer.  A rootkit is designed to be invisible to the operating system, antivirus and security systems of a computer and is often used by hackers to conceal their work.  It is impossible for the average user to detect, let alone uninstall, and besides taking up room on the user’s hard-drive, it presents an environment for other viruses or spyware to live undetected.  Once word began to spread about this security problem, virus writers started writing viruses specifically designed to find and hide behind the rootkit “cloak” introduced by the Sony CDs.  To make matters worse, the XCP and MediaMax software contained “phone-home” features.  Whenever the user’s computer was connected to the internet (which, for many users, is always), the software called up servers controlled by Sony and surreptitiously reported on the user’s listening habits.  Obviously this raised serious privacy concerns.

After these issues could no longer be ignored by Sony, the company released a series of patches which only served to exacerbate the security problems.
  In the end, Sony BMG, First4Internet and SunnComm faced a barrage of lawsuits in the U.S., claiming everything from offences under the U.S. Computer Fraud and Abuse Act (CFAA), 18 U.S.C. § 1030 to common law trespass claims.  The U.S. class-action lawsuit In re Sony BMG CD Technologies Litigation, Case No. 1:05-cv-09575-NRB, is pending in the United States District Court for the Southern District of New York and is in the process of settlement.  In Canada, the class-action lawsuit Palmer et al v. Sony BMG Music Entertainment, , Bertelsmann, Inc., and First 4 Internet Ltd. (Court file # 06-CV-304178CP) is pending in the Ontario Superior Court.  The parties are in the midst of negotiations and are expected to settle along terms similar to the settlement reached in the U.S. 

There is one more twist to the Sony Rootkit case from an open source licensing perspective.  It was reported (again, on internet blogs and discussion forums) that the rootkit itself contained pieces of code that are identical to LAME, an open source mp3-encoder, licensed under the LGPL.  So to cap all of Sony BMG’s headaches, they had to answer allegations that their software, designed to protect their own copyright, infringed the copyright of the author of the original code as well as the LGPL.  Sony was called upon to release the source code to comply with the terms of the open source license.  

(iv) Other Open-Source Software Litigation
SCO Litigation - In March 2003, The SCO Group, Inc. filed suit against IBM for copyright infringement relating to the use by IBM of certain software programs.  The litigation has since sprouted into a sprawling mass of litigation and counter-claims involving claims by and against SCO, IBM, AutoZone, DaimlerChrysler, Novell and Red Hat.  It is being closely watched because it has, at its heart, a series of allegations which directly turn on the legitimacy and enforceability of the GPL and the ownership and control of (open source) Linux code.  Commentators have pointed out that, given the popularity of Linux, Microsoft has an interest in profiting from the challenges to open source software which spin out of this case, and the general atmosphere of uncertainty which is created by any legal challenge to open source.  A series of multi-million dollar lawsuits certainly helps fuel this uncertainty.  

Welte v. Sitecom Deutschland GmbH 
 - This German court decision is now touted as the first instance where the GPL has been directly judicially considered and upheld.  The differences in German and Canadian intellectual property protection regimes mean that this case may not be definitive if and when an open-source license is the subject of a direct challenge in Canada, but it is worth noting.

Computer Associates v. Quest Software 
 - This case generated a lot of interest because of its potential to produce a U.S. court decision directly considering the GPL.  In 1999, Computer Associates purchased a software company which produced a software product known as Enterprise Database Administrator (EDBA). Quest Software then lured away a group of Platinum employees who authored part of EDBA.  In 2002, Computer Associates sued Quest, alleging infringement of copyright and misappropriation of trade secrets arising from the alleged use by the former Platinum employees of portions of the EDBA code in Quest's competing product.  Computer Associates admitted that it used pre-existing GPL code in the EDBA, raising questions about whether source code to the entire program would have to be released.  However, a preliminary injunction in favour of Computer Associates forced a settlement.  Therefore no decision was rendered directly on the GPL.

GNU GENERAL PUBLIC LICENSE

Version 2, June 1991

Copyright (C) 1989, 1991 Free Software Foundation, Inc.  

51 Franklin Street, Fifth Floor, Boston, MA  02110-1301, USA

Everyone is permitted to copy and distribute verbatim copies of this license document, but changing it is not allowed.

Preamble

The licenses for most software are designed to take away your freedom to share and change it. By contrast, the GNU General Public License is intended to guarantee your freedom to share and change free software--to make sure the software is free for all its users. This General Public License applies to most of the Free Software Foundation's software and to any other program whose authors commit to using it. (Some other Free Software Foundation software is covered by the GNU Lesser General Public License instead.) You can apply it to your programs, too.

When we speak of free software, we are referring to freedom, not price. Our General Public Licenses are designed to make sure that you have the freedom to distribute copies of free software (and charge for this service if you wish), that you receive source code or can get it if you want it, that you can change the software or use pieces of it in new free programs; and that you know you can do these things.

To protect your rights, we need to make restrictions that forbid anyone to deny you these rights or to ask you to surrender the rights. These restrictions translate to certain responsibilities for you if you distribute copies of the software, or if you modify it.

For example, if you distribute copies of such a program, whether gratis or for a fee, you must give the recipients all the rights that you have. You must make sure that they, too, receive or can get the source code. And you must show them these terms so they know their rights.

We protect your rights with two steps: (1) copyright the software, and (2) offer you this license which gives you legal permission to copy, distribute and/or modify the software.

Also, for each author's protection and ours, we want to make certain that everyone understands that there is no warranty for this free software. If the software is modified by someone else and passed on, we want its recipients to know that what they have is not the original, so that any problems introduced by others will not reflect on the original authors' reputations.

Finally, any free program is threatened constantly by software patents. We wish to avoid the danger that redistributors of a free program will individually obtain patent licenses, in effect making the program proprietary. To prevent this, we have made it clear that any patent must be licensed for everyone's free use or not licensed at all.

The precise terms and conditions for copying, distribution and modification follow.

TERMS AND CONDITIONS FOR COPYING, DISTRIBUTION AND MODIFICATION

0.  This License applies to any program or other work which contains a notice placed by the copyright holder saying it may be distributed under the terms of this General Public License. The "Program", below, refers to any such program or work, and a "work based on the Program" means either the Program or any derivative work under copyright law: that is to say, a work containing the Program or a portion of it, either verbatim or with modifications and/or translated into another language. (Hereinafter, translation is included without limitation in the term "modification".) Each licensee is addressed as "you".

Activities other than copying, distribution and modification are not covered by this License; they are outside its scope. The act of running the Program is not restricted, and the output from the Program is covered only if its contents constitute a work based on the Program (independent of having been made by running the Program). Whether that is true depends on what the Program does.

1.  You may copy and distribute verbatim copies of the Program's source code as you receive it, in any medium, provided that you conspicuously and appropriately publish on each copy an appropriate copyright notice and disclaimer of warranty; keep intact all the notices that refer to this License and to the absence of any warranty; and give any other recipients of the Program a copy of this License along with the Program.

You may charge a fee for the physical act of transferring a copy, and you may at your option offer warranty protection in exchange for a fee.

2.  You may modify your copy or copies of the Program or any portion of it, thus forming a work based on the Program, and copy and distribute such modifications or work under the terms of Section 1 above, provided that you also meet all of these conditions:

a)  You must cause the modified files to carry prominent notices  stating that you changed the files and the date of any change.

b)  You must cause any work that you distribute or publish, that in  whole or in part contains or is derived from the Program or any  part thereof, to be licensed as a whole at no charge to all third  parties under the terms of this License.

c)  If the modified program normally reads commands interactively  when run, you must cause it, when started running for such  interactive use in the most ordinary way, to print or display an  announcement including an appropriate copyright notice and a  notice that there is no warranty (or else, saying that you provide  a warranty) and that users may redistribute the program under  these conditions, and telling the user how to view a copy of this  License. (Exception: if the Program itself is interactive but  does not normally print such an announcement, your work based on  the Program is not required to print an announcement.)

These requirements apply to the modified work as a whole. If identifiable sections of that work are not derived from the Program, and can be reasonably considered independent and separate works in themselves, then this License, and its terms, do not apply to those sections when you distribute them as separate works. But when you distribute the same sections as part of a whole which is a work based on the Program, the distribution of the whole must be on the terms of this License, whose permissions for other licensees extend to the entire whole, and thus to each and every part regardless of who wrote it.

Thus, it is not the intent of this section to claim rights or contest your rights to work written entirely by you; rather, the intent is to exercise the right to control the distribution of derivative or collective works based on the Program.

In addition, mere aggregation of another work not based on the Program with the Program (or with a work based on the Program) on a volume of a storage or distribution medium does not bring the other work under the scope of this License.

3.  You may copy and distribute the Program (or a work based on it, under Section 2) in object code or executable form under the terms of Sections 1 and 2 above provided that you also do one of the following:

a)  Accompany it with the complete corresponding machine-readable  source code, which must be distributed under the terms of Sections  1 and 2 above on a medium customarily used for software interchange; or,

b)  Accompany it with a written offer, valid for at least three  years, to give any third party, for a charge no more than your  cost of physically performing source distribution, a complete  machine-readable copy of the corresponding source code, to be  distributed under the terms of Sections 1 and 2 above on a medium customarily used for software interchange; or,

c)  Accompany it with the information you received as to the offer  to distribute corresponding source code. (This alternative is  allowed only for noncommercial distribution and only if you  received the program in object code or executable form with such  an offer, in accord with Subsection b above.)

The source code for a work means the preferred form of the work for making modifications to it. For an executable work, complete source code means all the source code for all modules it contains, plus any associated interface definition files, plus the scripts used to control compilation and installation of the executable. However, as a special exception, the source code distributed need not include anything that is normally distributed (in either source or binary form) with the major components (compiler, kernel, and so on) of the operating system on which the executable runs, unless that component itself accompanies the executable.

If distribution of executable or object code is made by offering access to copy from a designated place, then offering equivalent access to copy the source code from the same place counts as distribution of the source code, even though third parties are not compelled to copy the source along with the object code.

4.  You may not copy, modify, sublicense, or distribute the Program except as expressly provided under this License. Any attempt otherwise to copy, modify, sublicense or distribute the Program is void, and will automatically terminate your rights under this License. However, parties who have received copies, or rights, from you under this License will not have their licenses terminated so long as such parties remain in full compliance.

5.  You are not required to accept this License, since you have not signed it. However, nothing else grants you permission to modify or distribute the Program or its derivative works. These actions are prohibited by law if you do not accept this License. Therefore, by modifying or distributing the Program (or any work based on the Program), you indicate your acceptance of this License to do so, and all its terms and conditions for copying, distributing or modifying the Program or works based on it.

6.  Each time you redistribute the Program (or any work based on the Program), the recipient automatically receives a license from the original licensor to copy, distribute or modify the Program subject to these terms and conditions. You may not impose any further restrictions on the recipients' exercise of the rights granted herein. You are not responsible for enforcing compliance by third parties to this License.

7.  If, as a consequence of a court judgment or allegation of patent infringement or for any other reason (not limited to patent issues), conditions are imposed on you (whether by court order, agreement or otherwise) that contradict the conditions of this License, they do not excuse you from the conditions of this License. If you cannot distribute so as to satisfy simultaneously your obligations under this License and any other pertinent obligations, then as a consequence you may not distribute the Program at all. For example, if a patent license would not permit royalty-free redistribution of the Program by all those who receive copies directly or indirectly through you, then the only way you could satisfy both it and this License would be to refrain entirely from distribution of the Program.

If any portion of this section is held invalid or unenforceable under any particular circumstance, the balance of the section is intended to apply and the section as a whole is intended to apply in other circumstances.

It is not the purpose of this section to induce you to infringe any patents or other property right claims or to contest validity of any such claims; this section has the sole purpose of protecting the integrity of the free software distribution system, which is implemented by public license practices. Many people have made generous contributions to the wide range of software distributed through that system in reliance on consistent application of that system; it is up to the author/donor to decide if he or she is willing to distribute software through any other system and a licensee cannot impose that choice.

This section is intended to make thoroughly clear what is believed to be a consequence of the rest of this License.

8.  If the distribution and/or use of the Program is restricted in certain countries either by patents or by copyrighted interfaces, the original copyright holder who places the Program under this License may add an explicit geographical distribution limitation excluding those countries, so that distribution is permitted only in or among countries not thus excluded. In such case, this License incorporates the limitation as if written in the body of this License.

9.  The Free Software Foundation may publish revised and/or new versions of the General Public License from time to time. Such new versions will be similar in spirit to the present version, but may differ in detail to address new problems or concerns.

Each version is given a distinguishing version number. If the Program specifies a version number of this License which applies to it and "any later version", you have the option of following the terms and conditions either of that version or of any later version published by the Free Software Foundation. If the Program does not specify a version number of this License, you may choose any version ever published by the Free Software Foundation.

10.  If you wish to incorporate parts of the Program into other free programs whose distribution conditions are different, write to the author to ask for permission. For software which is copyrighted by the Free Software Foundation, write to the Free Software Foundation; we sometimes make exceptions for this. Our decision will be guided by the two goals of preserving the free status of all derivatives of our free software and of promoting the sharing and reuse of software generally.

NO WARRANTY

11.  BECAUSE THE PROGRAM IS LICENSED FREE OF CHARGE, THERE IS NO WARRANTY FOR THE PROGRAM, TO THE EXTENT PERMITTED BY APPLICABLE LAW. EXCEPT WHEN OTHERWISE STATED IN WRITING THE COPYRIGHT HOLDERS AND/OR OTHER PARTIES PROVIDE THE PROGRAM "AS IS" WITHOUT WARRANTY OF ANY KIND, EITHER EXPRESSED OR IMPLIED, INCLUDING, BUT NOT LIMITED TO, THE IMPLIED WARRANTIES OF MERCHANTABILITY AND FITNESS FOR A PARTICULAR PURPOSE. THE ENTIRE RISK AS TO THE QUALITY AND PERFORMANCE OF THE PROGRAM IS WITH YOU. SHOULD THE PROGRAM PROVE DEFECTIVE, YOU ASSUME THE COST OF ALL NECESSARY SERVICING, REPAIR OR CORRECTION.

12.  IN NO EVENT UNLESS REQUIRED BY APPLICABLE LAW OR AGREED TO IN WRITING WILL ANY COPYRIGHT HOLDER, OR ANY OTHER PARTY WHO MAY MODIFY AND/OR REDISTRIBUTE THE PROGRAM AS PERMITTED ABOVE, BE LIABLE TO YOU FOR DAMAGES, INCLUDING ANY GENERAL, SPECIAL, INCIDENTAL OR CONSEQUENTIAL DAMAGES ARISING OUT OF THE USE OR INABILITY TO USE THE PROGRAM (INCLUDING BUT NOT LIMITED TO LOSS OF DATA OR DATA BEING RENDERED INACCURATE OR LOSSES SUSTAINED BY YOU OR THIRD PARTIES OR A FAILURE OF THE PROGRAM TO OPERATE WITH ANY OTHER PROGRAMS), EVEN IF SUCH HOLDER OR OTHER PARTY HAS BEEN ADVISED OF THE POSSIBILITY OF SUCH DAMAGES.

[image: image2][image: image3]



530 – 8th Avenue S.W.


Suite 2000, Watermark Tower


Calgary, AB  Canada T2P 3S8


Telephone:	(403) 232-8300


Fax: (403) 232-8408


E-Mail: e-mail@brownleelaw.com


WebSite:  www.brownleelaw.com











� A modified form of this paper was originally presented at the Canadian Institute Conference “Intellectual Property License Agreements”, June 12, 2006, Calgary, AB – By Neil F. Kathol and Richard P. W. Stobbe, Brownlee LLP www.brownleelaw.com.


� (1983), 75 C.P.R. (2d) 26 (Ont. H.C.J.)


� Jason B. Wacha “Taking The Case: Is the GPL Enforceable?” Santa Clara Computer & High Tech. L.J., Vol. 21; 2005, 451 at pp 452-53


� See: www.openoffice.org


� http://www.fsf.org/licensing/essays/free-sw.html


� Stallman, “The GNU Operating System and the Free Software Movement”: in DiBona, Ockman & Stone (editors) Open Sources: Voices from the Open Source Revolution (O’Reilly 1999) pp 53 – 70, at p. 59


� taken from the Free Software Definition at http://www.fsf.org/licensing/essays/free-sw.html


� Gwyn Murray and Michael Duncheon, “Free and Open Source Software: An Introduction” January 2006 <http://open-bar.org/papers.html>


�  <www.opensource.org>


� The certified licences are listed at <http://www.opensource.org/licenses/>


� Open Source Definition at http://www.opensource.org/docs/definition_plain.php


� See: http://www.opensource.org/licenses/bsd-license.php and Gwyn Murray and Michael Duncheon, “Free and Open Source Software: An Introduction” January 2006 <http://open-bar.org/papers.html>


� See: http://www.gnu.org/licenses/gpl.html , Section 2


� The ideas for these examples are drawn from: Stephen Fishman, “Open Source Licenses Are Not All the Same” November 18, 2004, published on ONLamp.com (http://www.onlamp.com/) http://www.onlamp.com/pub/a/onlamp/2004/11/18/ licenses.html


� 195 F. Supp. 2d 328, 329 (D. Mass.)


� Gwyn Murray “Getting with the Program: A Guide for Lawyers Working with Free and Open Source Software in the Enterprise” 2005 at p. 5 - 6 <http://open-bar.org/docs/Getting-With-the-Program.pdf>


� Heather J. Meeker “The Legend of Linksys” LinuxInsider, January 1, 2006 <http://www.linuxinsider.com/story/47987.html>


� Laura Majerus “Court Evaluates Meaning of “Derivative Work” in an Open Source License” < http://library.findlaw.com/2003/Jun/16/132811.html >


� Fred von Lohmann “Sony BMG's Copy-Protection Quagmire” December 19, 2005  <http://www.law.com/jsp/law/LawArticleFriendly.jsp?id=1134554712419>


� The site <http://www.groklaw.net> contains an exhaustive compendium of information about the SCO litigation.


� No. 21 O 6123/04 (LG München I) (May 19, 2004), available at http://www.jbb.de/html/?page=news&id=32


� 333 F. Supp. 2d 688, 698 (N.D. Ill. 2004)





{05/06/2006,C0251908.DOC;1}
{05/06/2006,C0251908.DOC;1}

